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4,280,9] 9 of Sioeckigt, ei al; and Japanese Patent Publication No. JP 07-303825 (hereinafter 
rcfeiredtoas'JP ^825") 

However, in P^>er No. 1 1, the Examiner rejects claims 10, 14-26 and 30 under 35 
U.S.C. < 103(a), as being unpatentable over GB ^931. The Examiner contends that GB ^931 
teaches 'nonionic surface active agents (surfactants) having a random mixture of oxypropylene 
and oxy ethylene groups", citing several lines of pages 2 and 3, as well as Examples IV and V- 
(Paper }io. 11,^4, page 2). The Examiner acknowledges that GB *931 fails to teach the claimed 
ranges c f cihoxylation and propoxylation. but notes that GB '931 does teach a weight ratio of 
propylene oxide to ethylene oxide of from 0,85;1 to 2.75:1. The Examiner furxher contends thai 
the weit;ht ratio of propylene oxide to ethylene oxide in the pending claims is from 0.4:1 to 
0.83:1, The Examiner argues that, " [t]hc weight ratios of GB U 1 72,93 1 and the instant invention 
are chs>? enough that one having ordinary skill in the art would have expected ihem to produce 
the samii results." (Paper No. 11,^4, page 2 (^emphasis added)). 

Additionally, in Paper No. U, the Examiner rejects claims 10, 14-26 and 30 under 
35 U.S.C. §103(a), as being unpatentable over JP '825. The Examiner contends that JP '825 
teaches nonionic surfactants ""'obtained by random addition of. on an average, 5-15 moles of 
eihylenr oxide and 0.3-5.0 moles of propylene oxide", citing pages 2 through 4 of the reference, 
as well .IS Table 1 . (Paper No. U, H 5, page 3). The Examiner acknowledges that JP '825 fails 
to speci fically exemplify the claimed ranges of ethoxylation and propoxylaiion, but argues that 
the teac tings of a reference are not limited to ihc preferred embodiments. Thus, the Examiner 
further «:ontends that ranges of ethoxylation and propoxylation disclosed in JP '825 overlap with 
the claiioed ranges. Specifically, the Examiner contends that the claimed range of ethoxylation 
recited in the instant claims (/.e., from about 3 to about 5) overlaps with the disclosed range of 
from 5 lo 1 5, and that the claimed range of propoxylation recited in the instant claims (/. e. , from 
about 2 to about 2.5) overlaps with the disclosed range of from 03 to 5, The Examiner argues 
that, "where claimed ranges 'overlap or lie inside ranges disclosed by the prior ait' a prima facie 
case of obviousness exists." (Paper No. 1 1, H 5, pages 3-4 (citing Jn re Wertheim, 541 F.2d 257, 
191 US =»Q 90 (CCPA 1976); In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed. Cir. 1990); 
and In Geisler. 1 16 F.3d 1465. 43 USPQ2d 1362 (Fed. Cir. 1997)). 
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Each of the rejections under 35 U.S,C. § 103(a), is based upon a single reference, 
and rest > upon the Examiner's contention thai the claimed invention differs from each of the 
cited relerences only in the ranges of eihoxylaiion and propoxylation claimed- The Examiner 
argues tiat ''merely selecting proportions and ranges is not patentable absent a showing of 
criticaliiy." (Paper No. 1 1 . ^ 1 1 -14). Fmxheraiore, in Paper No. 1 1 , the Examiner argues that 
Applicaais have failed to sufficiently rebut the alleged prima facie case of obviousness with the 
presentation of unexpected and advantageous results. The Examiner contends that the showing 
of unex]>ected and advantageous residts presented in the Amendment filed on April 11, 2001, is 
unsaiisf ictory. Specifically the Examiner contends that "a side-by-side comparison between the 
instant invention and the closest prior art of record, i,e., JP '825" is required, and the Examiner 
invites ^Applicants' anention to Section 716 of the M,P,E,P, 

Applicants respectfully traverse the Examiner's rejections, and the arguments and 
contentions in support thereof, for the reasons set forth below. It is submitted that neither of the 
cited references satisfies the necessary criteria for establishing a prima facie case of obviousness- 
Moreover, even asswning for argument's sake that a prima facie case of obviousness could be 
establislied based upon the cited references, which it caimot, Applic^ts submit that the evidence 
presents d in the Specification satisfactorily rebuts such an alleged prima facie case, and that 
fiuther comparison, as requested by the Examiner, is not required. 

To begin with. Applicants' claimed invention is directed to a mixture of polymers 
comprising random fatty alcohol alkoxylates according to the general formula (I): 

R^O[(EO)n(PO)nJ.H (X) 
wherein R represents an alkyl group having ftom about 6 to about 22 carbon atoms, each EO 
represents -CH2CH2O-, each PO independently represents -C(CH3)HCH20- or 
-CH2C(CH3)HO-, and wherein n represents the average number of EO units present in each 
random fatty alcohol alkoxylate and has a value of from about 3 to about 5, and wherein m 
represents the average number of PO units present in each random fatty alcohol alkoxylate and 
has a value of fi:om about 2 to about 2.5. Other embodiments are directed to processes for 
producLig such mixrures of polymers and to concentrates containing such mixtures. 
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AS indicated in Applicants' Specification, and as evidenced by ibe Examples set 
forth the rein, mixtures of random fatty alcohol alkoxylates, in accordance with the claimed 
invention, surprisingly exhibit excellent low-temperature behavior, including significantly 
improved cold cloud points and cold water solubility- Spec, at page 2, lines 1 8-20; at page 
2, line 29, through page 3, line 1; and at page 4, lines 9-17). 

In order to establish a case of prima facie obviousness based upon a single 
reference, each of the following three criteria must be established: (1) the reference must contain 
a teachijig or suggestion which would motivate one of ordinary skill in the art to modify the 
reference as suggested by the Examiner fit is not sufficient to sav that the reference can be 
combine :d without a teaching in the cited reference to suppest the desirability of such a 
modific mon) : (2) there must be a reasonable expectation of success; and (3) the reference must 
teach or suggest each and every element of Applicants' claimed invention. CM-P.E.P. §2143). 

Furthermore, Applicants note that, "[i]n the case where the claimed ranges 
'overlap or lie inside ranges disclosed by the prior art' a prima facie case of obviousness exists." 
(M.P,E,P. §2144.05 CI), citing In re Werfheim, 541 F.2d 257. 191 USPQ 90 (CCPA 1976); In re 
Woodruff. 919 F.2d 1575, 16 USPQ2d 1934 (Fed, Cir. 1990)). 

GB '93 1 is insufficient to establish a prima facie case of obviousness. GB '93 1 
recites s weight ratio of oxypropylene to oxyetbylene which neither overlaps, nor lies inside, the 
claimed ranges. The Examiner's assertion that the taught ratio is "close enough" is not sufficient 
where oae of ordinary skill in the art would not expect such ranges to have the same properties. 
GB '93 fails to teach or suggest each and eveiy element of the claims, and fails to provide one 
of ordinary skill in the art with either the motivation to modify its teachings or a reasonable 
expectation of successfiilly achieving Applicants' claimed invention, 

GB *93 1 does not teach or suggest the claimed average number of ethoxylate and 
propox> late groups. GB "931 teaches a mixture of compounds of the general formula R-0(A)H, 
wherein A represents a random mixttu'e of oxypropylene and oxy ethylene groups, wherein the 
weight latio of oxypropylene to oxy ethylene can be from 0.85:1 to 2,75:1, and preferably 
betweer 1.25:1 and 2.25:1. {See. GB ^931, p. 2, lines 15-35; and p. 3, lines 19^30). 
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In facx, GB '931 specifically leaches xhat, " . _ t^e ynouyii of oxides used is very 
impona3 it , . . [i]n order to obtain the products of [GB "931 J, it is important that the oxides be 
employed in a weight ratio of oxypropylene to oxyethylene of from 0,85:1 to 2,75:1, preferably 
between 1.25;1 and 2.25:1." {See, GB '931, p. 3, lines 17-23 (^emphasis added)). As the 
reference specifically teaches that weight ratios within the disclosed range are required, one of 
ordinar) skill in the an cannot reasonably be said to have expected equivalent perfomiance 
outside of such a range. 

Moreover, GB '931 only exemplifies oxypropylene to oxyethylene weight ratios 
of 2:1, 1.33:1, 1.72:1, 2:1, and 2:1. In each instance, the random alkoxylate contains more 
propoxjlaie groups than ethoxylate groups. Again, there is no teaching or suggestion which 
would lead one of ordinary skill in the an to expect similar properties outside of the taught 
ranges. Thus^ the Examiner's argument that the disclosed ranges in GB *931 are '*close enough" 
to the claimed ranges is insufficient to establish a prima facie case of obviousness. 

Applicants submit that GB '931 fails to teach or suggest the claimed ranges of 
ethoxylution and propoxylation. GB '931 does not recite ranges of ethoxylation and 
propoxj lation which overlap, lie inside, or **are close enough" to establish a prima facie case of 
obviousoess. GB '931 also contains no teaching or suggestion which would motivate one of 
ordinar) skill in the an to modify its teachings, as suggested by the Examiner, to arrive at 
Apphcaots' claimed invention. In fact, GB '931 teaches away fit)m modifications outside its 
taught v/eight ratio, as discussed above. Finally, given this express teaching to stay within the 
taught v/eight ratio range, one of ordinary skill in the art would have no reasonable expectation 
of succ€ ss in such a deviation. 

Thus, it is submitted that GB '93 1 fails to satisfy any of the criteria necessary to 
esiablisli a prima facie case of obviousness. 

Applicants submit that JP '825 teaches nonionic surfactants which are obtained by 
the random alkoxylation of a predominantly saturated linear Cg.|g fatty alcohol with 5-15 moles 
of ediylme oxide and from 0.3-5 moles of propylene oxide. {See, JP '825 Trans, p. 2, section 
0005). Applicants' claimed range of ethoxylation, (i\e,, from about 3 to about 5), appears to 
'"touch", or just overlap, the taught range of 5-15", set fonh in JP '825. However, Applicants' 
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clmmed invention also reciies a range of propoxylation which is from aboui 2 lo abouc 2.5. 
While JP '825 also teaches an amount of propylene oxide of from 0,3-5.0 moles, the reference 
contaim: no teaching or suggestion to combine particular selected degrees of etboxylation and 
propoxylation to arrive at a rario which would fall wiihin Applicants* claimed ranges. In fact, JP 
'825 teaches away from Applicants' claimed invention. JP '825 suggests that the surfactants 
contain at least 7 moles of ethylene oxide per fatty alcohol molecule. In the Examples of JP 
'825, ths random alkoxylates (Ex. 1, 2, and 3) contain at least 8 moles of eihoxylate- Moreover, 
the disclosed degree of alkoxylation is much higher Than the claimed invention wherein the 
combini^d average number of ethoxylate groups and propoxylate groups is from about 5 to abom 
7.5 (i.e. about 3 to about 5 plus about 2 to about 2,5). In the only reference to a molar amount of 
ethoxylite below 7 moles, (i.e.. Comparative Example 8), the ratio of propoxylate lo eihoxylaie 
is 0.25 io 1 . JP '825 suggests much higher degrees of alkoxylation than the claimed random 
fatiy alcohol alkoxylates, and moreover, a higher ratio of ethoxylate to propoxylate. 

Applicants submit that JP '825 fails to suggest Applicants* claimed ranges of 
eihoxyliiQon and propoxylation. While JP *825 does appear to teach molar amotmts of 
eihoxylite and propoxylate which overlap the claimed ranges, JP '825 fails lo render the pending 
claims prima facie obvious because the reference teaches away from the simultaneous selection 
of both claimed ranges. 

Thus, Applicants submit that no prima facie case of obviousness can be 
establis led based upon the cited references, and that even assuming for argument's sake thai a 
prima facie case of obviousness could be established based upon overlapping ranges, that any 
such pr.ma facie case of obviousness is sufficiently overcome by a general teaching away from 
the claiJncd ranges in the cited references. 

Finally, even if it were assumed, for argument*s sake, that a prima facie case of 
obviousness could be esublished based upon any of the cited references, alone or in 
combiaition, which it cannot, any such prima facie case of obviousness is overcome by 
Applicant's showing of unexpected and advantageous results in terms of significantly improved 
low tenr peraiure behavior. Applicants additionally maintain that the evidence set forth in the 
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Specification sufficienUy rebuts any alleged prima facie case of obviousness* and respectftilly 
request I'econsideration in this regard, 

AS set forth in the Specification, mixtures of random fatty alcohol alkoxyUtes» in 
accordajice with the claimed invention, exhibit excellent low-temperature behavior, including 
significiinily improved cold cloud points and cold water solubility. Moreover, this significant 
improvement is surprising. (See, Spec,, at page 2, lines 18-20; at page 2, line 29, through page 3, 
line I; aad at page 4, lines 9-17), 

In the Examples, which begin at page 6, line 13 of the Specification, random fatty 
alcohol Ukoxylates, in accordance with the claimed invention are compared to block polymers 
with sindlar degrees of alkoxylation. As evidenced by the significantly lowered cloud points (- 
4''C and -14''C versus 1 •5°C and 7.5®C) and the improved solubility in cold water, the random 
fatly alcohol alkoxylaies, in accordance with the claimed invention outperform the low- 
temperature propenies of other fany alcohol alkoxylaies. 

The Examiner has argued that a **side by side" comparison in the form of a 
Oeclaraiion is necessary, under Section 716 of the M.P.E-P. Applicants respectfidly submit, that 
Section 716 of the M.P.E P does nor require the submission of a "'side-by-side" comparison in 
order to successfully establish unexpected results. Applicants respectfully submit, that section 
716,0200 simply outlines one requirement of a Declaration under 37 C.F.R. §1-132, namely that 
such a declaration compare the claimed subject matter with the closest prior an. However, 
section 716.02(b), which is more specifically related to the burdei> of proof concerning 
alleparictns of unexpected results, clearly indicates that both direct and indirect comparisons 
with the prior art may be made. Furthermore, the Federal Circuit has held that '^the PTO must 
consider comparative data in the specification in detemiining whether the claimed invention 
provide:; unexpected results/' (/n re Soni, 34 USPQ.2d 1684. 1687 (Fed. Cir, 1995) (emphasis 
added), citing In re Margolis, 228 USPQ 940 (Fed- Cir. 1986)). The Federal Circuit also held 
that, '"when an ^plicant demonstrates substantially improved results, , . „ and states thai the 
results \^ere unexpected, this should suf^Kce to establish unexpected results in the absence of 
evidenci to the contrary." [Soni, at 1688 (emphasis in original)). 

7 

11/13/01 TUE 16:44 [TX/RX NO 5242) ©OlO 



13-Nov-OI 15:43 



Froin-HENKEL/COl 



CORP, PATENT DEPT. 



B10Z7BB548 



1-939 P,11/n F-B09 



Applicants submit that significantly improved results shown by indirect 
comparison, as set forth In the Specification, along with Applicants* statement that such 
improved results arc unexpected, satisfy the required burden under Section 716.02(b) of the 
M.P.E.F . and Soni, absent evidence to the contrary. 

As mentioned above. Applicants' Specification states that the significantly 
improved cold cloud points and cold water solubility achieved by the claimed invention are 
surprising. Furthermore, the results set forth in the Examples of the Specification clearly 
evidence significant improvement. 

It is submitted that Applicants' showing of unexpected and improved results 
sufificienily rebuts any alleged prima facie case of obviousness. Therefore, withdrawal of the 
rejections under 35 U.S.C. §103(a) is respectfiiUy requested. 

In view of the remarks set fonh above and the amendments made herein, 
Applicants submit that all pending claims patentably distinguish over the prior art of record and 
known lo Applicants, either alone or in combination- Accordingly, reconsideration, withdrawal 
of the rejections and a Notice of Allowance are respectfully requested. 



Respectfiilly submitted, 



ANSGAR BEHLER, et aL 




(Date) 



By: 




ilegistration No. 42,5 1 6 
COGNIS CORPORATION 
2500 Renaissance Blvd., Suite 200 
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Telephone: (610)278-4930 
Facsimile: (215)278-6548 
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